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INPER-GOVEAVLINTAL CONFEREZNCE  Luxembourg, 12 October 1977
TOR THE SETTING UP OT 4 EURCPEAN ..
SYSTR FOR THE GRANT OF Paraprs D/ 0T 1/125/77
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The delegations to Working Party I will find attached
a note submitted on 12 October 1671 by the French delzgation
ccncerning the exclusion of the application for revocation

while opposition proceedings mey be instituted before the

Europesn Patent Office and while such proceedings are pending.
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NOTZ TFROii THE FRENCH DELEGATION

Exclusion for the application for revocation while opposition pro-

ceeding

0

may be instituted before the Furopean Patent Office

and while such proceedings are pending:

References:

- Working Document No* R/1316/71 (ECC 131)(3BC 20)
- page 31 - concerning the meeting of tue
"Copmunity Patent" Working Party held in Brussels
from 1C to 18 June 1971;

- %orking Document ¥o. R/354/71 (ZCO 41)(BC 4) of
& Farch 1671, submitted by the Chairman of the
"Community Patent" Working Party amending and
supplementing the First Preliminary Draft of a
Convention for the European Patent for the Common
harket.
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On 10 Junc 1571, at the suggestion of the Chairmen of the
"Community Patent" orking Party, the French dcle sntion was asked
to submit to Working Party 1 of the Inter—Govcrnmcntal Confercnce

z study of the problem referred to in the title of this note.
The "Community Patent" Working Party adopted the following
new irticle 5%9a, proposed by the Choirman of th Working Party,

for the Convention for the Furopean Patent for the Commen Market:

Article 5

"The application for revocation of a Community patent
nay not be lodged while opposition procecdings are pending before
the Zuropesn Patent Cffice against the grant of thes patent or

while =2n opposi i tion nay still be lodged."

The Chairman made the two follow1ng obscrvations in

conncction with this text:

(i) if 4rticle 592 (new) is not adopted and if the tcxt of the
First Preliminary Draft of the Second Convention remains
‘unchanged, two proceedings with the same purposc may take

place simultancously before the furopzan FPotent Office;

(ii) if, during opposition procccdin:s or duing the period 12id
down for instituting such procecedings, it is purely and simply
declarcd that an application for revocation is inzdm mnissible,
the following consequences may ensue for the third party
against whom the “ronrlptor of the patent is toking action for

infringement:
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(2) the presumed infringer will be cxcluded from opposition

yroceedings if the proprietor of the patent does not taoke action 2g2inst

O
im until aftcr the end of the period laid dowm for lodging oprosition

(b) during npp051ulon proceeiing
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cotent Office, the presumed infringer will now be alleowed to intre-

luce zn application for revocation before the European Potent Cffice.
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The "Community Patent" vorking Farty, which shared th
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sxpressed by the Chairman in

onclusion, was in favour of giving The presums
~f intervening in opposition proceedings pendi r: the Lurcpean
T4

i
Sotent Office.and was 2lsc in favour of cmending the First Convention

~long thesc lines.

Should such intervention not be allowed, the Yorking Party
jecided that ths Second Conventiorn should glfc.the presumed infringer
the option of introducing on application for revocation, even if
cppcsition proceedings WerS 2lready pending. In the latter case, the

row Article 5%a would have to be cmended.

The rejection of the provisicn containc
irticle 5%a of the Second Convention or an amendment to its wording,
r

fo: the purposc of cuthorising the presumed

98]

i
revocaticn prOCule 1z during opposition proceedings by woy of

52/GT 1/125 /71 (4nnex) prk N ARE

c
inger the opportuni

3

s pcuding before the Europran



dsrogation to the principle laid down, would amount ©o leaving

“intect, in either case, the provisicns of thc Convznticns which

allow revocaticn proccedings wnd op csition proceedings to tok
. = [y =

placc simultaneously before the departments of tho surspeln
Patent Office.

C
srticle 1C1z of the Firs o) i
see ALrticle 57, Dparagrph 1(a), (b
Conventicrn for the grounds for rsv
with the exception of the greund for revocation 12id down in

.rticle 57, parzgrapvh 1(d) of the Seco ond Conventicn, which doc

not necd tc be taken into consider ation in this study.

t
nemely the revocation (in whole or in part) cf this patent (
ipticle 105a of the First Convention and Article 8 of the Se

Convention).

e

Morcover, the copposition and revecation dopartnents of
the European Pztent Office arc the only departments ccupetent

dooling with oppositicn proccedings and the apoplicoticn for

ravocation of thc Community patent.

proper =dmini

oppesite legal decisicnus shcula be avel

a

el
purpese connected requests, which are 2 fertiscri identd

i
nct be breought before different ~uthoriticecs, ncr should thesc

differe nt procecdings be brought before one ~nd the same court.
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Two porallel sets of proceedings befcre the Duropezn
Patent Cffice, with the points in common set cut above, would, if
211y cpposite de cisions werc given, hove very seriocus
[=4

fcr the parties concerned, for third porties and for
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X ootent Cffice.
1f trs Revocation Division werc to revoke the pztent and
if the Cpopcsition Division were to reject the upposition,-this

would result iz inadmissible legal uncer zinty and ins security for
the parties znd third portics, 28 controdictory assessments and

isiscns wculd have been pade with regazrd to the validity of the

It wculd be irrelevant whether the poarties hoad ma 2de
jgenticzl or d&iffcrent contentions tc support their separate
c

tioms. Thers weuld still be 2 risk of dizmetrically opp051te
c

ecisicns, with the seri’ us COnSeQuUEnces which this would entail,
=s long oS tZoc twe sets of prOC°‘dlﬂUS wer. not bascd on the same

grounds =znd did nct usc the sane contentions. The Opposition
jcn onmd@ zevocation Divisicn yrould nc dcubt make use of the
on them by thv_ucuvbntloﬂ to oxtoend their
sxorinaticn iz the proceedings beyond tiae contentions made by the
partics and the TS 1ief scught (cf. Airticle 10ﬂb,vparagraph 1, of
| Cervention and Article 62, porzgraph 1, cf the Sccond

C
Converticn). In dcing sc, they would be certoin to include in

their exopination and tO make roference in thelr decisicns to 2ll
the grounds ~=d 211 the psssible‘argumcnts for revocaticn c¢f the
S

would renmcve the differcnce which night
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he two sets of proceedings i with re g“rd

to the grounds and ~rgunents invoked by the parties.
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is for the European Patent Office, whose departments are
concerned in opposition and revocation proceedings, its authority
would certainly suffer quite seriously from diametrically
opposite decisions, revealing a regrettable divergence between
the positions adopted by the two departments, acting simultan-
équsly, with regard to the assessment of the facts and indeed

the application of the rules of the Conventilon.

Therefore, in any case, the simultaneity of opposition
procesdings end revocation proceedings has very serious dis-

advantages aznd consequently should be abandoned.

It should not, however, be forgotten that it is in the
interests of the propriecor of the Européan patent that a
decision should be given 3s quickly as possible as to the
validity of the patent which he holds, so that he may, as
soon as nossible, invoke it against any infringer and use the
invention in respect of which he may have incurred considerable

expense, both for obtaining protection for it and for using it.

It is also in the interest of the presumed infringer,
for his part, that he should be able to prosecute without )
delay the invalidation of the patent invoked against'him by .
using the arguments in his possession which he considers
decisive. In this way he may bring to nothing the infringe-
ment action before it has a chance to succeed or come to an

end by seriously prejudicing it both morally and materially.

Finally, third parties and the European Patent Cffice
nave an obvious advantage in knowing rapidly and finelly

whether or not the patent is valid.
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The adoption of the principle of the pure and simple
inadmissibility of the application for revocation, introduced
by the presumed infringer during the period for lodging
opposition ¢r during opposition proceedings, would put the

infringer ir a difficult position, as was observed by the
Chairman of the "Community Patent" Working Party: either he
would be exciuded from opposition procesdings if the proprietor
0of the patent did not teke =zction against him until after the
end of the period for lodgihg opposition. or he would be

deprived of the option of introducing an application for

t

revocation waile opposition procezdings were pending.
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n appli CathL for revocation either

r
£ the oppo

U)

o ition period (if no opposition has
d) cor after a final decision has been given on the
on: in either case the periods necessary for estavlishing
ally whethner the patent in question is Valld or not &are
prolonged to his disadvantage.

N

In thess oircumstanoes, it does not appear advisable,
in view of the length 01 the pcrlods which this would entail,
to adopt a provision which, in one form or another, laid down
that opposition and revocation procesdings may only be instituted
successively. DMoreover, it should be added that the succession
of thz two sets of proceedings does not remove the danger of
flagrant znd regretteble contradiction between the successive

decisions of the departments concerned.
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It may also be borne in mind, for the record, that the

presumed infringer would find no assistance in Article 75

of the Second Convantion. This Article allows the national

p

court before which the infringsment proce dings in respect

(.:

of a Community patent ars brought TC suspend the

¢ procecdings
uncer certain conditions, particularly when 13 ¢fendant

(presumed infring ger) has lodged opposition again
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Community patent. But .rticle 75 mey not be ap®
préssnt case as, for example, The presume ed infrin
whom acticn is being taken for infringement after the end of
the period for lodging ogpositi
resent, neither partvicipete-in oppositicn proceedings pending
nor put forward in sucn g*oceeﬁi."s ' catl

in n2is possession.

ipnterssts invelved and ©o &vold all sources of éiffi
the only acceptable sclution would be the princitle
admissibility as set out in the new Article 5%a of the Seconc
Convention, while a% the same time suthorising ths presumed'
1n*,_hgpr to intervene in the oppesiticn pLO“eédi:gs Lendllg

by putting forward any ergudents for revocatl
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This solution would allow the pre uned infrincer to
c

prosccute, as guickly as possible, the revocaetion of the peatent
invoked agzinst him. ALl possibility of dismetr ically oprosite

si o) o
ings and on the interveation made in connecticon with tToel.
)
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Prom the legal angle, such an intervention cannot be
.d: the presumed infringsr is acting in defence oI
fony

se
ts end rights which would havs ensbled him to take
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ently;-he is ﬁroobvuulnc a rcsult which bears
a certain decree of identity with the result of ths dispute
in which he is tsking part, nanely the revocation of the

patent.
It should be noted that no smendment is required to th:
ne texts of the Conventions as they stand with reserd to the
od for instituting cppositi on proceedings as the pres umed
T

- may, av that time, lodge opposition himszlis

Y

If the procedure of 1lnterven 1ing in ODpOblElOn procesn :dinrs

is retained, the new provisions to be 1l:id down should obviously
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ted in the First Convention and, if necessary, in the
Implementing negulations thereto. For this purpose, the - =

following drafts are proposed:
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Article 106 (new)

Intervention of the presumed infringer
in opposition procecdings pending

before the Europecen Patent Office

(1) Subject to the payment of the fees provided for in
irticle 101, paragraph 1, any tnird party who provides the
Europezan Patent Office with proof that the propristor of a
pztant grantsd by that office has instituted iniringement

éeedings agalnct him may intervene in opposition proceedin
which hnave bean instituted ageinst the same patent and which
srs psnding bsfore the European Patent Office. The application
for intervention, which is to be addressed to the department
efore which the opposition is lodged, shall be made by means
oned regquest containing the contentions and conclusions
n making the intervention =nd accompanied by

C
copies of the supporting documsnts.

(2) The Opposition Division shall decide on the interven-
tion by means of & decision under Article 105 and under the

conditions l2id down in that article.

_ (3) The provisions of Article 101, paragraphs 2 and 3,
of irticle 10la, of Article 101lb, of Article 102 and of Article

102 shzll be extcended to cover intervention procesdings.

)
)
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Intervention of the presumsd infringer
in opposition procecdlngs pen

d
teforse the Europcan Patent Offic

The provisions 0I art 1cles soo (Re. Article 101, Nos. 1,
2. 3, 4 and 5) shall be a>plicable where necessary to the
irservension of a third party, who is the defendant in infringe-

in opposition proceedings lodged before the
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