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\

The delegations to ~orking Party I gill find attached
a note submitted on 12 October 1S71 by the French delegation
concerning the exclusion of the application for revocation
v/hile opposition proceedings !!18.JT be instituted before the
European Patent Office and v:hile such proceedings are pending.
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NOTE :2ROi:I THE FREN"CHDELEG.id10l'J

Exclusion for the application for revoc:.ltion",-JhileopDosi tion pro-

cGedings D!1Y be instituted before" the EUJ'opean Patent Office
and while such proceedings are pending:

References:
_ 1.:JorkingDocument No' R/1316/71 (ECO 131) (13C20)
- paL~e 31 - concernin~ the meeting of t~e~ '-' '-'IICoranunityPatentll :70rking Party held in Brussels
fron 10 to 18 June 1971;

_ ~orking Document No. R/35~/71 (ECO 41)(BC 4) of
8 tarch 1971, submitted by the Chairman of the
IICommunity Patentll ';70rkingParty amending and
supplementing the First Preliminary Draft of a
Convention for the European Patent for the Common
l\;arket.
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On 10 June 1571, at the suggestion of the Chairman of the
"Cow.c~unit;yP8.tGnt")orking Party, the French deleg::-tionW2..S asked
to subrn.it to '~iiorkingParty I of the Inter-GovGrnment [:.1 Conference
a.study of the problew. referred to in the title of this note.

The "Community Patent" 1Norking F'arty a.dopted the following
new Article 59a, proposed by the Ch~irmQn of the Working Party,
for the Convention "for the European P8.t~Dt for the Common Market:

Article 59a

.t The; applic atio n for revocation of a Communi t;y-po.tent
may not be lodged while opposition proceedings o.re pending before
the Zuropean F~:.tentCf~'ice against the grant of thE: p,-;.tentor
'\vhile:1n opposition mo.y still be lodged."

ThG Chairman made tho two follo~ing.obs~rvations in
connc;ction nith this text:

(i) if Article 59a (new) is not adopted and if the text of the
First Preliminary Draft of the Second Gonvcution r8mains
unchanged, two proceedings with the same purpose may take
place simult8.neously before the Burop.::anF~~tent Office;

~.

(ii) if, during opposition proce;:;din-,sor duing the period l:::..id
do':nlfor instituting such proceedings , it is purely and simply
d 1 d. 1 t ,. t'. f . t' . . -'l' .blec_aro ~~a an apP~lca lOG _or rcvoca lon lS lna~mlsslc,
th~ following consGquenc0s may enSUE; for the third party
2..gainst\i7nOmth:.;proprietor of the pat,.::;ntis to.king action for
infringement:
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(a) the presumed infring&r will bo excluded from opposition

Jroccedings if the proprietor of the p~t~nt dOdS not t~k8 action against

1i:1 until ~ft8r the: end of the period L..:.id dOViDfor lodging opposi t:..on;

(b) during opposition proc'-'2:1ings pending before the Europjan

20.. ton t Office, the prGsumed infringer will not b..:allo-.-,'ed to intro-
iuce an application for revocation before the EurOpean F::telJ.t Office.

The "CoDr:mnity P2..tent" \"Jorking Party, -"-(hichshared thE; CO;,("-':;':';.

3xpressed by the Cho.irman in t:C-J.Gseobs0rv:::tior:.s::.nd -,-:hichcmo to the saDe
conclusion, ~as in f::.vour of giving the presumed i~fringer the opportunit:
Gf intervening in opposition proceedings pending before th0 Eurcpean
?c..tent Office. and 'Vl:"S ::...lso in f:woUI' of o.r:lending tl::i:; First Conven,tion

~iong these lines.

Should such intervention not be ::...llowed, the 70rking Party
ic;cided th::.t the ;:)econd Convent ion should give; the presu::led infringer

the option of introducing c..DappliC2..tion for revocation, even if
opposition proceedings wero s.lready pendi::tg. In thG latter case, the

;:~c;-.-; .L:"'rticle 59a 'IilOuldhave to bo am.ended.

o

o o

The rejection of the provision cont~incd in the new
_.c..rticlc 59n of th.:; Second Convention or an amond::::cnt to its '::c:rdL'G;
fOJ_ the purpos G of o.utho risinG the p:resuDcd i:"lfring(;;r to inst i tu te

Tevocation procecdings durins oppositio~ procs8di~gs by TI~Y of
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dcrog~tion tG th~ principle l~id dODD, ~ould ~~cunt to le~ving
int~ct, in eithsr cnsc, th~ provisions of the CO~v2Dticns ~hich
~llow revocation proceedings ~lld opposition proceedings to t~ke
pl~co siuultaneously before the departments of the ~ur:pe~n
Pc.tcnt Offic.:;.

These two proceedings 2,r6b?,sed on identicaJ =r,:,]:-~:l~(::3,,2

~rticle 1012 of the First CODvc~tic~ for tLe gr2unds fer opposition;
see hrticle 57, peragr~ph 1(a), (b) ~nd (c) of the Second
Convention for the grm.::.r:,dsfor rcvccc.tio:1of thc; CCT::Du::ity patent),
with the exception of the ground fer rcvoc~tion l~id down in
-,T't-i c1" C:7_~_ _ ~ c; ./ ,

not need to
p-O'.r?.grc~ph1(d) of the- Second Convc;ntiol."~,'-,'::'-~ichdocs
be taken into consideration in this study.

I d"t' 't' d.'" t.n a, Ql lon, 0PPOS1 lon prOC8E"; lUgS and revcc~ lon pro-
ceedings against the same CODIDunity patent h~v~ the s?.~epurpose,
~aDely the revocation (in whole or in p~rt) cf this p~tent (cf.
~rticle 1050. of the First Conve~tion and Article 58 of the Second
Convc:-~tion) .

~or00ver, the opposition and revocation dcpart~ents of
the European Patent Office are the only departDcnts cC2pe-tent ~cr-

d,:;alingvIith opposi tien procGedL-igs o.ndthe ~pplicatio:'-lfor
r~vocation of tho COffinunityp~tent.

oppcsit;.;legal d\2cisicl:Sshe-ula b(; 2.vcided, :'l:dtt.:::tfjr tl1is
purpose COl1l~(;ctcdr0qucsts, y;hich ;J.re8. fcrti:::riidc::tical, she-uld
net be brought bofar.:;different ::.uthoritics,ncr should these
differ~nt proc0Gdings be brought bcfore one ~nd the sane court .

proper ~d~i~istr~tio~ of jUStiC0 all risk of di~Detric~lly

prk . ;,./ ....
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TS'o p:.r?llel sets of proc<.;Gdingsbefere th~ :r:u:~ope8.n
P8..te::.tOffice, ~;;ith tl18pcints in cocoon s8t:'ut e..bov\J, would, if
di~DGtric~lly opposite dccisio~s were given, h~vc very serious
dis~dv8.nt~6es fer the pGrties concGrll8d, for third p:.rties and for
the .tJurcpe::":lF:.tent Office.

decisio~s ~culd have been D~de with reg~rd to the v:.lidity of the

If ths Revocatio~ Division ~ero to revoke the p~tcnt and
if the Cpposition Division ~ere to reject the opposition, this
TIould result i~ inad~issiblc legal uncert~inty and insecurity for
the p2-rties :.~:i third parti0s, as contr:::~dictory2"ssessnents 2.l1d

p::"te::::t.

tha gr=u~ds a~dall the pcssiblc::.rgucants for revocation of the
p~te~t in ~u2sticn. This would reDOVC tho differ~~cc ~hich eight
exist i~iti 'OIly bct....-.Jeenthe tvw sets of.pr,:-..c2edL::gs \:;ith rcg~rdr

their eX~2i~~ti0n and t~)~ake rcf0r0nCG in their decisicns to ::..11

decisions, ',-;:itllthe seri-~us consequences which this -eculd entail,
:.slong as the two sets of proceedings wer_ net basad OD the same
grounds and. did not use tha S.::'..DE; content ions. The OPPCositioD
Divisicna!ld Revocation Divisicn --';lOuldl-lO doubt m2~ke use of th..;
po-:lc:rconferred uponthcIli by the Convention to,;xt,~ndth.:;ir
ex~~i~~ticn i~ the proceedings beyond the contentious made by tha
parties ~Dd the relief sought (cf. j~rticle 101b, p~r~graph 1, of
the First Cc:::'Ycntio:1::"~ldArti cle 62, :p2.r::.graph1, of tl'1eSecond
Conv~~tion). In dcing se, they would bG ccrt::..i~to include in

It ~o~ld be irrelev~nt whether tho parties h~d made
ide:::ticalor different contentions to support their sep~r2te
actions. Th6ra would still be a risk of di~metric~lly opposite

to grounds ~nd ~rguDents invoked by th.:;p~rti8so

~~,/r''''' -/""~.5 - 1']1 ('''' ....~x),:)lI. -.;.L' lie:. ;.;/ I ~•.•.:.•.•t::
.... / ...
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As for the European Patent Office, w~ose departments are
concerned in opposition and revocation proceedings, its authority
would certainly suffer quite seriously from diametrically
opposite decisions, revealing a regrettable divergence between
the positions adopted by the two departments, acting simultan-
eously, with regard to the assessment of the facts and indeed
the application of the rules of the Convention.

Therefore, in any case, the simultaneity of opposition
proceedings and revocation proceedings has very serious dis-
advantages 8T.!.dconsequently should be abandoned.

2. It should not, however, be forgotten that it is in the
interests of the propriecor of the European patent that a
decision should be given JS q~ickly as Dossible as to the
validity of the patent which he holds, so that he may, as
soon as 90ssible, invoke it against any infrinGer and use the
invention in respect of which he nay have incurred considerable
expense, both for obtaining protection for it and for using it.

It is also in the interest of the presumed infringer,
for his part, that he should be able to prosecute without
delay the invalidation of the patent invoked against him by
using the arguments in his possession "'Jhichhe considers
decisive. In this way he may bring to nothing the infringe-
ment action before it has a chance to succeed or come to an
end -DY seriously prejudicing it both illorallyand materially.

Finally, third parties and the European Patent Office
have an obvious advantage in knowing rapidly and finally
whether or not the patent is valid.

BR/GT 1/125 e/71 (A::.!.nex)aem 000/000
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The adoption of the principle of t'1epure a..TJ..dsimple
inadmissibility of the a;)plication for revocation, introduced
b;ythe presumed infringer during the period for lodging
opposition or during opposition proceedings, would put the
infringer in a difficult position, as was observed by the
Chairrr.anof ~he "Community Patentfl \rJorkinEParty: either he
would be excluded from opposition proceedings if the proprietor
of the patent did not take action against him until after the
end of the period for lodging opposition, or he would be
deprived of the option of introducing an application for
revocation wiile opposition proceedings were pending.

In either situation, the presu.iuea.infringer has no alterna-
tive but to introduce an application for revocation either
at the end of the opposition period (if no opposition has
been lodged) or after a final decision has been given on the
o]position: in either case the pe~iods neces3ary for establishing
finally \';hetc~erthe patent in ques"tlon is valid or not ere
prolonged to ~is disadvantage.

In these circumstances, it does not appear advisable,
in view of the length of the periods w8ich this would entail,
to adopt a provision which, in one form or another, laid down -
thE..topposition and revocation proce,::;dingsmay only be instituted
successively. Moreover, it should be added that the succession
of the two sets of proceedings does not remove the danger of
flagrant and regrettable contradiction betvJeen the successive
decisions of the departments concerned.

BR/GT 1/125 8/71 (Annex) aem 000/000
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It may also be borne in mind, for the record, that the
presumed infringer would find no assistance in Ar~lcle 75
of the Second Convention. This A~ticle allows national
court before which the infringementproceadings in respect
of a Community patent 2,re brought to susp.;nd these proceedings
under certain conditions, particularly "dhen the defendant
(presumed infringer) has lodged opposition against the same
CO!!l!D.unitypatent. But -,"::,ticle75 may not be applied in the
present case as, for example, the presumed infringer against
whom action is being taken for infringement after the end of
the period for lodging opposition may, e.sthe texts stand at
present , neither par:':icipe.te-in opposition p}:oceedings pending
nor put forward in such pr'oce,:;;(iingsthE: e.rg-"msr~tsfor revocation
in ~is possession.

3. It would appear; therefore,:hat to satisfy all the
interests involve1 aL~ t~ cvoid all sources of difficulty,
the only acceptable solution would be the principle of in-
admissibility as set out in the nelr! Artiole 59a of the Secend
Convention, while at the same time authorising the presumed
infringer to intervene in the opposition proce2dj"~ss f~~d~~6
by putting forvJard Rn:)s.re:;u.:..D.en-csfor revocation in his possession.

invoked against bim. All possibility of diametrically opposite

This solution 'vIOuldallow the presU:.'11edirdrinf;er to
prosecute l as quid:ly as possible, the revooation of the patent

decisions is obviouslY a~cluded as onlY ODa denartmentv <J ~

is called

No amhiguity may be feared as to the validity or the .:;xistenoe
of the p2tent concerned.

upon to tako a single decision on the main opposition proceed-
inEs and on thE interve~ltion made ~!..nco~ection VIit~ t',}emo

3R/GT 1/125 e/71 (Ann6x) aCE 00"'/000
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FrOE the lsgal angle, such an intervention calli~otbe
criticised: the presumed infringer lS acting in defence of
interests ~nd rights which would h~ve 2n~bled hiE to take
action independently; he is prosecuting a result "vJhichbears
a certain degree of identity with the result of the dispute
in which ~e is taking part, namely the revocation of t~e
patent 0

It should be noted that no amendment is req..~il'Gdto the
the texts of the Conventions as they stand with re~ard to the
period for instituting oppositioD.pr'oc\3edingsas the pr2sumed
ini'r-_l1Eer:::lay,at that time, lodge oppositioD himsi:;lf0

o

o o

If the procedure of intervening in opposition proce8di:l7S
is retained, the new provisions to be l~id down should obviously
be inserted in :he First Convention and, if necessary, in the
Implementing ~eg~lations thereto. For this purpose, the
following drafts are proposed:

BR/GT 1/125 0/71 (An.nex) aem co'a/'oco
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I. CONVENTION

Article 106 (new)

Interyention of the presu..medinfringer
in opposition proceedings pending
before the European Patent Office

(1) Subject to the payment of the fee.provided for in
J.:_rticle101, paragraph 1; any t>lirdparty vihoprovides the
European Patent Office withproof that tbc: proprietor of a
P2.t-2~t granted bj- that office has insti tutc.d irlfringement
proceedings against him may intervene in opposition proceedings
\,:hichhave be'3n instituted against the; Se.I:lepatent and which
are pending before the European Patent Office 0 'rhe application
for intervention, which is to be addressed to the dep2rtment
before which the opposition is lodged, shall be made by means
of a reasoned request containing the contentions and conclusions
of the person making the intervention :.:.ndaccompanied by
copies of the supporting documents.

(2) ~he Opposition Division shall decide on the interven~
tion by Eeans of a decision UIlderArticle 105 and unde.r the
condi tiorls laid down in that iirticle0

(3) ~he provisions of Article 101, paragraphs 2 and 3,
of Article lOla, of Article 101b, Of Article 102 and of Article
103 shall be extonded to cO\Ter intervr:;ntionproceedings.

3R/GT 1/125 8/71 (Annex)aem ,0'80/000
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Re 0 Jl_rticle101

No, 5 (new)

Intervention of the presumed infringer
in opposition proc80dings pending
before the European Patent Office

The pro~isions of Articles 000 (Reo Article 101, Noso 1,
2, 3,2+ a:ld.5) sn2,11 be a_-;p1icableV!h0re necesE,ary to the
i~~ervention of a third par~Yj who is the defendant in infringe-
~G~t proce~dings, in opposition proceedings lodged before the
Zurop6an Patent Office against the European patent in respect
of which he is accused of infringemento

B:?_/G'T1/125 8/71 (Annex) aern ooc/e ...
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